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Art Unit: 3626 

DETAILED ACTION 

1 . Claims 1-33 have been examined. 

Double Patenting 



2. A rejection based on double patenting of the "same invention" type finds 
its support in the language of 35 U.S.C. 101 which states that "whoever invents 
or discovers any new and useful process ... may obtain a patent therefor ..." 
(Emphasis added). Thus, the term "same invention," in this context, means an 
invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co., 151 
U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

3. A statutory type (35 U.S.C. 101 ) double patenting rejection can be 
overcome by canceling or amending the conflicting claims so they are no longer 
coextensive in scope. The filing of a terminal disclaimer cannot overcome a 
double patenting rejection based upon 35 U.S.C. 101. 

4. Claims 1-33 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-30 of 
copending Application No. 09/794,983. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the only 
addition to the new application is de-identifying the medical records for the 
security reasons and using security on private information about the patient when 
transmitting patient medical information over a network is well known in the art. 

5. This is a provisional obviousness-type double patenting rejection because 



the conflicting claims have not in fact been patented. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1-33 are rejected under 35 U.S.C. 102(e) as being unpatentable by 
Bessette (U.S. Patent No. 6,775,670 B2). 

A. As per claim 1 , Bessette discloses a method of searching for medical 
information executed by one or more computers comprising the steps of: 

a) formulating a record request for patient medical information 
(Bessette; col. 8, lines 3-7); 

b) forwarding the record request to a facilitator, wherein the 
facilitator reviews the record request and determines which patient 
record sources to contact (Bessette; col. 6, lines 35-40 and col. 8, 
lines 7-22); 

c) contacting at least one patient record source with a record query 
electronically requesting information regarding a patient (Bessette; 
col. 8, lines 3-22); 

d) initiating an electronic search of medical records within the 
patient record source (Bessette; col. 8, lines 3-22); 
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e) de-identifying or masking the medical records retrieved from the 
patient record source (Bessette; col. 1 1 , lines 43-55); and 

f) returning a patient record report containing information held by 
the patient record source (Bessette; col. 8, lines 20-22), wherein 
the patient record report and the information returned therein is void 
of any identifying information (Bessette; col. 1 1 , lines 43-55). 

B. As per claim 2, Bessette discloses a method as set forth in claim 1 , 
wherein the information from the patient record source is not released 
before a physician gives approval (Bessette; col. 8, lines 57-65). 

Examiner considers that two doctors in different locations share 
access to an individual's medical information, studying the record 
and communicate has the same meaning of one doctor giving the 
other an approval to view the medical records of the specific 
patient. 

C. As per claim 3, Bessette discloses a method as set forth in claim 1 , 
wherein the information from the patient record source is released 
automatically (Bessette; col. 8, lines 57-65). 

D. As per claim 4, Bessette discloses a method as set forth in claim 1 , 
wherein the facilitator receives the patient record report in a machine 
readable format augments the report before forwarding it to the requester 
(Bessette; col. 3, line 60 to col. 4, line 1). 

E. As per claim 5, Bessette discloses a method as set forth in claim 1 , 
wherein the facilitator receives the patient record report and normalizes 



Application/Control Number: 10/056,236 Page 
Art Unit: 3626 

and augments the report before forwarding it to the requester (Bessette; 
col. 15, lines 31-38). 

F. As per claim 6, Bessette discloses a method as set forth in claim 1, 
wherein the patient record source is a CIS (Bessette; col. 6, lines 35-40). 

G. As per claim 7, Bessette discloses a method as set forth in claim 1, 
wherein the patient record source is an EMR system or a network 
distributed shared medical records (NDSMR) (Bessette; col. 4, lines 2-10 
and col.7, lines 15-27). 

H. As per claim 8, Bessette discloses a method as set forth in claim 5, 
wherein the search is conducted using software modules installed in a 
central server, CIS vendor server and a CIS (Bessette; col. 9, lines 3-10). 

I. As per claim 9, Bessette discloses a method as set forth in claim 7, 
wherein if the search determines that the information is available at one of 
its sources, the information is forwarded in a patient record report to the 
requestor (Bessette; col. 8, lines 8-22). 

J. As per claim 10, Bessette discloses a method as set forth in claim 1 , 
wherein the facilitator receives a patient record report and normalizes that 
report into a format acceptable to the requestor (Bessette; col. 12, lines 
35-51). 

K. As per claim 1 1 , Bessette discloses a method as set forth in claim 9, 
wherein the facilitator receives patient record reports from several patient 
record sources and combines those reports into an augmented patient 
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record report which is forwarded to the requestor (Bessette; col. 15, lines 
31-38). 

L As per claim 12, Bessette discloses the method as set forth in claim 1 , 
wherein the step of de-identifying comprises applying a de-identifying 
methodology to remove and make certain no personally identifiable 
information is released (Bessette; col. 11, lines 43-55). 
M. As per claim 13, Bessette discloses a method of searching for medical 
information executed by one or more computers, the method comprising 
the steps of: 

a) formulating a record query requesting information regarding an 
individual (Bessette; col. 8, lines 3-7); 

b) forwarding the record query to a patient record source (Bessette; 
col. 6, lines 35-40 and col. 8, lines 7-22); 

c) receiving a patient record report from the patient record source, 
said patient record report being de-identified to remove identifying 
information (Bessette; col. 8, lines 20-22 and col. 11, lines 43-55). 

N. As per claim 14, Bessette discloses a method as set forth in claim 13, 
wherein the patient record source is a computerized patient record 
manager (Bessette; col. 4, lines 2-10). 

O. As per claim 15, Bessette discloses a method as set forth in claim 14, 
wherein the computerized patient record manager has contact with other 
patient record sources and queries those patient record sources before 
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responding to the record query with a patient record report (Bessette; col. 
7, lines 15-27 and Fig. 3). 

P. As per claim 16, Bessette discloses a method as set forth in claim 13, 
wherein the step of forwarding the record query and the step of receiving a 
patient record are carried out using secure and encrypted means for 
communication (Bessette; col. 10, lines 23-26). 
Q. As per claim 17, Bessette discloses a method for providing medical 
information executed by at least one computer, the method comprising the 
steps of: 

a) receiving a record query requesting information regarding an 
individual (Bessette; col. 8, lines 3-7); 

b) searching a registry of databases to locate the available records 
(Bessette; col. 6, lines 35-40 and col. 8, lines 7-22); c) obtaining the 
records; 

d) de-identifying the records (Bessette; col. 1 1 , lines 43-55); and 

e) forwarding the records to the requester (Bessette; col. 8, lines 
20-22). 

R. As per claim 18, Bessette discloses a method as set forth in claim 17, 
wherein the step of receiving a record query comes from a voice 
telephone call supplemented by a form of authorization and verification 
(Bessette; col. 8, lines 57-65). 
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S. As per claim 19, Bessette discloses a method for determining a 
location of a patient record created by a healthcare giver at a healthcare 
facility comprising the steps of: 

a) establishing computer network connectivity between a request 
facilitator central server and a plurality of healthcare facilities' 
databases, said plurality of databases being populated by 
information identifying the healthcare givers using the healthcare 
facility database and dates for which the healthcare giver was 
associated with the healthcare facilities' databases to the request 
facilitator (Bessette; col. 7, lines 15-27 and col. 8, lines 3-22); 

b) transmitting the identifying information from the plurality of 
healthcare facilities' databases to the request facilitator's central 
server including information indicating from which health care 
facility database the identifying information originates (Bessette; 
col. 8, lines 3-8); 

c) creating a searchable index of the identifying information 
(Bessette; col. 8, lines 8-16); 

d) submitting a request for the patient record to the request 
facilitator, the request including information identifying the 
healthcare giver and an approximate date of creation of the patient 
record (Bessette; col. 8, lines 3-22, col. 1 1 , lines 10-14 and col. 14, 
lines 10-16); 
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e) querying the searchable index based on the request to 
determine the location of the patient record (Bessette; col. 8, lines 
3-22); and 

f) identifying the location of the patient record (Bessette; col. 8, 
lines 3-22). 

T. As per claim 20, Bessette discloses the method of claim 19 wherein at 
least one of the plurality of healthcare facilities' databases is operated by a 
healthcare facility (Bessette; col. 9, lines 3-10 and Fig. 3). 
U. As per claim 21 , Bessette discloses the method of claim 19 wherein at 
least one of the plurality of healthcare facilities' databases is operated by a 
CIS vendor (Bessette; col. 9, lines 3-10). 

V. As per claim 22, Bessette discloses the method of claim 19 wherein 
the identifying information includes the healthcare giver's DEA number 
(Bessette; col. 11, lines 10-14). 

W. As per claim 23, Bessette discloses the method of claim 19 wherein 
the computer network connectivity is established over the Internet 
(Bessette; col. 6, lines 45-51 ). 

X. As per claim 24, Bessette discloses the method of claim 19 comprising 
the additional step of releasing and transmitting the patient record from the 
location to the request facilitator (Bessette; col. 8, lines 3-22). 
Y. As per claim 25, Bessette discloses the method of claim 24, wherein 
the patient record is de-identified prior to it being transmitted (Bessette; 
col. 11, lines 43-55). 
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Z. As per claim 26, Bessette discloses the method of claim 19 comprising 
the additional step of releasing and transmitting the patient record from the 
location to a requestor making the request (Bessette; col. 8, lines 3-22). 
AA. As per claim 27, Bessette discloses the method of claim 26, 
wherein the patient record is de-identified prior to it being transmitted 
(Bessette; col. 11, lines 43-55). 

BB. As per claim 28, Bessette discloses the method of claim 24 wherein 
the step of releasing and transmitting the patient record is specifically 
authorized by an appropriate healthcare giver (Bessette; col. 8, lines 57- 
65). 

CC. As per claim 29, Bessette discloses the method of claim 24 wherein 
the step of releasing and transmitting the patient record is by an 
appropriate healthcare giver is monitored for timeliness (Bessette; col. 8, 
lines 43-50). 

DD. As per claim 30, Bessette discloses the method of claim 24 wherein 
the step of releasing and transmitting the patient record is automatically 
authorized by an appropriate healthcare giver (Bessette; col. 8, lines 57- 
65). 

EE. As per claim 31 , Bessette discloses the method of claim 19 wherein 
the location of the patient record is one of a plurality of computer 
information systems separate from the healthcare facilities 1 databases 
(Bessette; col. 7, lines 15-27). 
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FF. As per claim 32, Bessette discloses the method of claim 31 further 
comprising the step of additionally establishing computer network 
connectivity between the plurality of healthcare facilities' databases and 
the plurality of computer information systems (Bessette; col. 7, lines 15- 
27). 

GG. As per claim 33, Bessette discloses the method of claim 32 wherein 
the healthcare facilities' databases are populated by identifying information 
transmitted from the plurality of computer systems where the patient 
records are located (Bessette; col. 11, lines 10-14). 



Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not used prior art teach "Apparatus and 
method for processing and/or for providing healthcare information and/or 
healthcare-related information" 6,283,761 B1 , "Prescription creation system" 
5,737,539 A, "Prescription management system" 5,845,255 A, "Augmentation 
system for documentation" 2001/0042080, "Integrated multidimensional 
database" 2001/0049681, "Medical image capture system and method" 
2002/0073429, "Medical records, documentation, tracking and order entry 
system" 2002/0072934, "Integrated multidimensional database" 6,675,166 B2. 

9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Dilek B. Cobanoglu whose telephone number 
is 571-272-8295. The examiner can normally be reached on 8-4:30. 



Application/Control Number: 10/056,236 



Page 



Art Unit: 3626 

1 0. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Joseph Thomas can be reached on 571-272-6776. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

1 1 . Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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While the filing of prior art statements is voluntary, the procedure is governed by the guidelines of Section 
609 of the Manual of Patent Examining Procedure and 37 C.F.R. §§ 1 .97 and 1 .98. To be considered a proper 
prior art statement, Form PTO-1449 shall be accompanied by an explanation of relevance of each listed item, 
a copy of each listed patent or publication or other item of information and a translation of the pertinent 
portions of foreign documents (if an existing translation is readily available to the applicant), and should be 
submitted in a timely manner as set out in MPEP Sec. 609. 

Examiners will consider ail prior art citations submitted in conformance with 37 C.F.R. § 1 .98 and MPEP 
Sec. 609 and place their initials adjacent the citations in the spaces provided on this form. Examiners will also 
initial citations not in conformance with the guidelines which may have been considered. A reference may 
be considered by the Examiner for any reason whether or not the citation is in full conformance with the 
guidelines. A line will be drawn through a citation if it is not in conformance with the guidelines AND has 
not been considered. A copy of the submitted form, as reviewed by the Examiner, will be returned to the 
applicant with the next communication. The original of the form will be entered into the application file. 

Each citation initialed by the Examiner will be printed on the issued patent in the same manner as prior art 
cited by the Examiner on Form PTO-892. 

The reference designations "Al "A2", etc. (referring to Applicant's reference 1 , Applicant's reference 2, 
etc.) will be used by the Examiner in the same manner as Examiner's reference designations "A", "B", "C", etc. 
on Office Action Form PTO-1 142. 
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